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Claims 10, 32 and 34-61 are pending. Claims 10 and 37-61 are withdrawn from 
consideration. Of the claims presented for consideration on the merits, No. 32 is 
independent, and each of the others, namely Nos. 34-36, depends directly or indirectly on 
claim 32. Accordingly, if, as will become apparent from these remarks, claim 32 avoids 
the prior art, claims 34-36 also avoid the prior art. 

When the appUcation is in condition for allowance except for the presence of the 
withdrawn claims, the examiner may expedite the prosecution of this application by 
canceling the withdrawn claims by examiner's amendment, without prejudice to 
applicant's right to file one or more divisional applications directed to their subject matter. 

Claim Rejections - 35 U.S.C. § 112 - Second Paragraph 

Section 4 of the Office action sets out a rejection of claims 32 and 34-36 under 35 
U.S.C. § 1 12, second paragraph, as being indefinite for faihng to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. The examiner 
notes that claim 32 as previously presented was vague and indefinite in specifying a 
polymorphism comprising Seq. Id. No. 1 or 3 [Nos. 1 and 3?]. The examiner notes that an 
amendment of claim 32 to recite "A purified oligonucleotide which is 19 to 30 nucleotides 
in length and which comprises SEQ ID NO: 3" would overcome this rejection and would 
overcome the 112, first paragraph rejections as well (see below). 

The applicant greatly appreciates the examiner's helpful suggestion. The rejection 
is respectfiiUy traversed on the ground that the suggestion has been essentially adopted 
(with a fiirther limitation, as noted below). 

Claim Rejections - 35 U.S.C § 112 - Written Description 

Section 6 of the Office action sets out a rejection of claims 32-36 (now 32 and 34- 
36) under 35 U.S.C. § 1 12, first paragraph, as containing subject matter which was not 
described in the specification in such a way as reasonably to convey to one skilled in the 
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relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The rejection is respectfully traversed on the ground that the examiner's 
suggestion for avoiding it has been essentially adopted (see above). 

Claim Rejections - 35 U.S.C § 112 - Scope of Enablement 

Section 7 of the Office action sets out a rejection of claims 32 and 34-36 under 35 
U.S.C. § 1 12, first paragraph, on the groimd that the specification does not reasonably 
provide enablement for all G polymorphisms. The rejection is respectfully traversed on the 
ground that the examiner's suggestion for avoiding it has been essentially adopted (see 
above). 

Claim Rejections - 35 U.S.C. § 102 

Section 9 of the Office action sets out a rejection of claims 32 and 34-36 under 35 
U.S.C. § 102(a) and (b) as being anticipated by Roy et al. (Cell (1995) 80:167-178) as 
evidenced by Genbank Accession No. AC 122 129 and http://bacpacxhori.org/clones.htm 
("Roy"). The examiner notes that Roy discloses the synthesis of BAC chromosome 
libraries, including the RCPI 1 or RPl library; and that the clone RP1-253P7, derived from 
human chromosome 17, discloses the complete sequence of Seq. Id. No. 3. The examiner 
therefore concludes that Roy discloses the complete sequence of Seq. Id. No. 3 and meets 
the requirements of claims 32 and 34-36 as previously presented. 

Section 10 of the OfiBce action rejects claims 32 and 34-36 under 35 U.S.C. 102(b) 
as being anticipated by Yokoyama et al. (Cell (1993) 75:187-197). The relevance of 
Yokoyama is to Seq. Id. No. 1. 

Both rejections are respectfiilly traversed. The claims have been amended by 
amendment of independent claim 32 to define the invention more precisely. The amended 
claims are drawn to a purified oligonucleotide that comprises Seq. Id. No. 3. Moreover, 
the oligonucleotide is from SREBP-1 exon 18c and is 19 to 30 nucleotides in length . 
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The reference to Seq. Id. No. 1 has been deleted, thereby mooting the rejection 
based on the Yokoyama reference, which is cited for its relevance to that sequence. 

Moreover, since the oUgonucleotide is from SREBP-1 exon 18c and is 19 to 30 
nucleotides in length, the claims avoid the rejection based on the Roy reference. The 
disclosure of Roy relates to exon 17 rather than 18c. Its relevance to the invention as now 
claimed is slight, since the sequences of the different exons are different. 

In view of the preceding amendments and remarks, we respectfully request that the 
examiner withdraw the outstanding rejections and give favorable reconsideration to the 
application. Although the outstanding Office action has been made final, we believe this 
amendment can be entered and the application allowed, since the amendment essentially 
adopts claim language that the examiner has already approved and in fact fiirther limits the 
definition of the invention to specify that the nucleotide is fi'om SREBP-1 -exon 18c. The 
amended claims are as clear and definite as possible. 



RespectfiiUy submitted, 
COOPER & DUNHAM LLP 




Donald S. Dowden 
Reg. No. 20,701 



DSD 
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